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Office Action Summary 



Application No. 
08/931,694 



Applicant(s) 



Evan 8 et al. 



Examiner 



Kimberly Jordan 



Group Art Unit 
1614 




Kl Responsive to communication(s) filed on Oct 5, 1998 . 

Kl This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire three month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a), 



Disposition of Claims 

Kl Claim(s) 1, 5-8, and 16-18 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) _________ 



IS Claim(s) /, 5-8, and 16-18 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is dapproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Claims 1, 5-8, and 16-18 are pending in this application. 

The amendment received on October 5, 1998 has been entered. 

Claims 1, 5-8, and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Crettaz, Astrom, EPA 0170105 ( c 105), and EPA 02201 18 ('118) for reasons of record. The 
applicants' remarks have been considered but are unpersuasive for the following reason. 
Applicants argue that the references do not teach compounds which distinguish between subtypes 
of the same class of receptors. While it is true that the references do not label the compounds as 
selective ligands, the references do teach some of the claimed compounds to be administered to 
treat steroid responsive diseases as encompassed by the claims. For instance, as was set forth in 
the Office Action of April 1, 1998, the Crettaz reference teaches the compound of claim 16 
(compound III) to selectively binds RAR receptor subtypes (page 395, Table 3, No. 6 and first 
column bridged to second column) and their use to treat retinoid responsive skin disorders and 
cancer (page 391, column 1, first paragraph). The method of treating subjects afflicted with 
steroid responsive diseases would have been obvious to a routineer because applicant's 
compounds were known to be useful for treating cancer and skin diseases. Note that the 
pharmaceutical methods are not limited by the possible mechanism of drug action because all 
mechanisms inherently occur upon administration of the drug regardless of the label given to the 
compound. Thus, the compound of claim 16 would inherently bind to certain receptor subtypes in 
a selective manner when the compound is administered to patients with skin disorders and cancer 
as was performed in the Crettaz reference. Applicants have not disclosed or claimed a selective 
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class of compounds which is distinct from the compounds of the prior art; nor have unexpected 
results been demonstrated relative to the claimed pharmaceutical methods to distinguish over the 
cited references. Thus, the claims remain obvious under 35 U.S. C. § 103. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event will the 
statutory period for reply expire later than SIX MONTHS from the date of this final action. 

No claims are allowed. 

Any inquiry concerning this communication should be directed to Kimberly Jordan at 
telephone number (703) 308-461 1. 
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